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IN THE lJNrEEl> STATES DISTMCT COURT 
FORTHE DISTBICT OF COLUIVIBIA 



SCIMED LIFE SYSTEMS, INC., 

Plaintiff and Coxmterclaim-Defeaidant, 

V. . 

MEDTRONIC AVE, INC., 

Defendant and Counterclaimant, 
and 

ERIC C. MARTIN, 

Defendant and CounterciaLm-DefendanL 



FILED 
|iAR 2 5 2904 



CivU Action No, 1:01 CV 020i^JL£ 



m 



STIPULATION AND ORDER 

WHEREAS on July 27, 2001 the Board of Patent Appeals and Interferences of the 
United States Patent arid Trademark OfELce issued a Final Decisionand Judgnieat ("July 
27, 2001 Final Decision") in Interference No. 104,192 involving a single count and the 
following ^plications and patenf of the parties: 

Fogarty er a/. United States Patent Application Serial No. 08/463,836 
owned by Medtronic AVE, Inc., now known as Medtronic Vascular, Inc. 
("Medtronic"); 

Gragg et ai United States Patent Application Serial No. 08/461,402 
owned by Sckned Life Systems, Inc. C'Scimed"); and. 
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MartbtJmtbd Si^at^ Pa^^ 
("Martin"). 

WHEREAS the July 27, 2001 Final Decision awardied priority of invention to 
Fogarty era/. (Medtronic) for the subject matter of the single count; 

WHEREAS on December 17, 2001 Scimed filed a Second Amended Complaint 
requesting refview of certain rdin^ in the July ?7, 2001 Final Decision, mchiding the 
award of priority of invention to Fogar^ «f a/. (Medtronic); 

WHEREAS on January 2i 2(X)2, Medtronic filed an Answer, Countered 
Cross-Claim requesting review of c«tain ralings in the July 27, 2001 Filial Decision; 

WHEREAS Martin did hot respond to Scimcd's Second Amj^ded Complaint or 
to Medtronic's Answer and Cross-Claim; and 

WHEREAS, the Court niied Martin itt defadt for failure to respond to 
Medtronic's Cross-Claim. 

NOW THEREFORE Medtronic and Scimed desire to limit and e)q)edite the 
remaining issues in dispute betw©sn them and therefore agree as foUows: 

1. Scimed agreiss that in tWs action it wiU not rely on Maatin's alleged date of 
inviaition to. prove adate of invention for the inventors of Scimed's Cragg etaL 
Application Serial No. 08/461,402. Medtronic and Scimed reserve all rigjits against 
Martin. 

2. Medtronic agrees to withdraw, .witii prejudice, the Con^laint in M&dtronic 
Vascidca- Inc. v. James E. Rogan and Nicholas P. Goldici^ Case No. 1 -.03 CV 02466, filed 
on November 24, 2003 in the United States District Court for the District of Columbia. 
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3 . Medtroiiic smd Scimed agree to- Kmt ti^^ 
following: 

(a) WhethCTtheBoard erroneously affinn«l its gr^ 
(Medtronic) Motioii 12 in its July 27, 2001 Filial Decision denying Cragg « a/. 
(Scimed) benefit of flie February 9, 1994 filing date of its European application 
No. 94400284.9 as a ,date of invention for the subject niatter of fhe single count in 
Interference No. 104,192;' 

(h) Ifthe answer to issue (a) is yeis arid the Ck)urt elects to determine 
the issue of prioritji;, then whether Fogafty et al. ^edtronic) has estjd)Hshed a 
dateof invention prior to February 9, 1994 for the subject matter, of the single 
countin Interference No. 104,192; and 

(c) If the answer to issue (a) is yes aad the Court elects not to 
detennine the issue of priority, thai the case may be remanded to tiie Board of 
Patent Appeals and Interferences for determination of whether Fogarty et al 
(Medtronic) has established a.date of invention prior to February 9, 1994 for the 
subject matter of the single a>unt in Interference Ko. 104,192. 

4. Medtronic and Scimed further agree th^ if the answer to issue (a) b no, 
then Fogarty etaL (Medtronic) is entitled to an award of priority for the subject matter of 
the single count in Interference No. 104,192, and the Board's award of priority to Fogarty 
et aL (Medtronic) in the Xuly 27, 2001 Final Decision should be affirmed. 

5. Medtronic and Scimed further agree that if the answer to (a) is yes and the 
Court determines that the answer to (b) is no, thOT Cragg et al. (Scimed) is entitled to an 



The applicable burdens of proof are not intended to be modified by this 
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awaid of priority for flie subject matter of the single count in Interference No. 104,192, 
arid the Board's stward of priority to Fogarty et al. (M«itronic) in the My 27, 2001 Final 
Decision should he reversed. 

6. Medtronic and Scimed fiirther agree that if the answer to (a) is yes and the 
Court determines that the answer to (b) is yes, then Fogarty €f al. (Medtronic) is entitled 
to an awardof priority for the subject mattCT of the single count in Interference No. 

104, 1 92, and the Board's award of priority to Fogarty et al. Medtronic) in the My 27, 
2001 Final Pecision shoidd be affirmed. 

7. Ifeither party is dissatisfied with the final judgment of th^ 

final decision of the Board of Patent Appeals and.Interfoences upbaremand, the 
dissatisfied party may pursue ^propriate review. 

8. Medtronic and Scimed agree th^ amended pleadings wiU be filed in this 
case reflecting this agri^ment to limit the issues. 
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IT IS AGREEaJ TO ATO) OI0EWED THAT: 

1. Pleadings filed in this case hereaftea: shall b 

IN THE IINITED STATES DISTRICT COURT 
FOR THE DISTiEUCT OF COLUMBIA 



SCIMED LIFE S YSTEMS, INC., 

Plaintiff and Counterclaim-Defendant, 

V. 

MEDTRONIC VASCULAR, D^C, 

Defendant and Counteiclaimant, 
and 

ERICC. MARTIN, 

Defendant and Ojunterclaini-Defendant. 



Civil Action No. 1:01 CV 02015 (RJL) 



2. Medtronic is directed to withdraw, vvith prejudice, its Complaint in 
Medtronic Vascular Inc. v. James E. Rogan and Nicholas P. Goldiciy CdiSQ No. 1:03 CV 
02466, filed on Nbyember 24, 2p03 in flie United States District Court for the District of 
Columbia within 14 days of entry of this Order. 

3. The issues, as between Scinied and Medtronic in this action are limited to 
the following: 

(a) Whether the Board erroneously affirmed its grant of Fogarty et al. 
(Medtronic) Motion 12 in its July 27, 200 1 Final Decision denying Cragg et al. 
(Sciraed) benefit of the February 9, 1994 filing date of its European apTplic£Btion 



No. 94400284.9 as a date of inventiott for &e si*ject nu^ in 
Interference. No. 104,192; 

(b) If the answer to issue (a) is yes and the C^ort 

the issue of priority, then wfa^ither Fogarty et oL (Medtronic) has, established a 
date of invention prior to Fdjiruary 9, 1994 for the subject matter of the sm^ 
count in Interference No. 104,192; and 

(c) Ifthe answer to issue (a) is yes and the Court elects not to 
detennme the issue of priority, then the case may be r^anded to the Board of 
Patent Appeals and Interfarences for determination of whether Fpgaity et ql. 
(Medtrorric) has established a date of inyeiition prior to February 9, 1994 for the 
subjectimatter of the single count in IhterfCTence No. 1 04, 1 92. 

4. Scimed is directed to file aThird Amended Coniplaint consistent with the 
above statement within. 14 days of entry of fliis Order. Medttonic is directed to file an 
Amended Answer and Counterclaim fliat is consistent with the above stateinents within 
14 days of service of the Third Anaended Complaint 
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STIPUIJ^TOD AND AGREED TO BY 







GSonD. Stem 

Thomas E. Friebel (D.C: Bar No. 290627) 
Cathy J, Chin 

Max Bacfarach (D.C. Bar No. 477267) 

JONES DAY 

222East4r'SG:eet 

New York, New York 10017 

Attomeys for Scimed Life Systems, Inc. 


Donna M. TahguayCD.C. Ba|^Oi M^S}. 
Mark G. Davis (D.C, Bar No. 4122^) 
John R. Fuisz (D.C, Bar No. 439698) 

McDERMOTt, WILL & EMERY 
600 13th St, N.W- 
Washington, D.C. 2jX)05-3095 

Attorneys for Medtronic Vascular, Inc. 




WDC99 853493.4.052734.0050 
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CERTIFICATE OF SERVICE 



The undersigned hereby certifies that a true copy of the STIPULATION A!®. 
ORDER was served this 18 th day of February, 2004, as follows: 



Gidon D. Stern (Via Federal Express) 

Thomas E. Friebel 

Jones Day 

222 East 41st Street 

New York, NY 10017 

Counsel for Plaintiff Scimed Life Systems, Inc. 

Robert J. Koch (Via Hand Delivery) 
Fulbnght & Jaworski 
801 Pennsylyaiiia Ave., N.W. 
Washington, DC 20004 

Attorney for Defendant Eric C. Martin. 




WDC99 539970-1,052734.0050 



